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DETAILED ACTION 

Applicants' remarks, filed 1/17/2008, have been received. Claims 55 and 58 are 
pending in this action. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 55 and 58 remain rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. This written description rejection is 
maintained for reasons of record and those discussed below. 

Response to Arguments 

Applicants' arguments have been fully considered, but are not persuasive. 
Applicants' argue that the specification links star copolymers with their ability to retain 
and shape hair, due to the highly specific nature of their specifically ordered structure. 
Response at 4. However, star copolymers are recognized in the art to be, generally, 
disordered systems. See the Kulkarni reference, cited on PTO 892. Indeed, the 
Kulkarni reference is directed at attempting to determine structural information about 
star copolymers and allied disordered systems. As such, it cannot be said that the 
generic star copolymer of the claims has a highly specific or ordered structure. 
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The sole exemplary star copolymer in the disclosure is an exception to this rule. 
In Example 2, a star copolymer is prepared using an Atom Transfer Radical 
Polymerization (ATRP) technique (the specification does not specify that ATRP is used, 
but the combination of acrylic monomers, CuBr, bipyridine, and an initiator are typical of 
ATRP conditions). ATRP is a special type of polymerization where, unlike typical 
polymerizations, there is essentially no chain transfer. When used to make star 
copolymers, ATRP produces a star copolymer with a specific, ordered structure that is 
not available when other techniques are used. See Zhang reference, cited on PTO 892. 

Therefore, while the specification does disclose that a "specific ordered structure" 
is required for a star copolymer to retain or shape hair, not every star copolymer has 
such a structure. The instant claims encompass both ordered and disordered star 
copolymers. Indeed, instant claims embrace materials that are not star copolymers, 
such as a linear polymer (MkMj)-A-(MkMj). Accordingly, Applicants arguments, directed 
only to highly ordered star copolymers, are not commensurate in scope with the claims. 
Nor is Applicants' description of highly ordered star copolymers useful for shaping and 
retaining hair commensurate in scope with the claims. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 55 and 58 remain rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 
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The claims define Mk by a property of it's homopolymer, namely the Tg of its 
homopolymer. However, the Tg of a homopolymer varies with its molecular weight. 
See the Montserrat reference. As an example, Montserrat shows that the Tg of 
poly(ethylnene terphthalate) varies from 342.0 to 331 .3K as the number average 
molecular weight varies from 371 ,000 to 4,500. Because the claim does not define the 
molecular weight of the homopolyer at which the Tg is to be measured, it is impossible 
to determine what monomers are defined by Mk. 

Mj is defined similarly in relation to the Tg of its homopolymer, except that the Tg 
of Mk's homopolymer is different from that of Mk. All of the problems associated with 
Mk also apply to Mj. 

Response to Arguments 

Applicants' argue that defining a claim by functional limitations alone does not 
render the claim indefinite. While Applicants' are correct that functional limitations can 
suffice to properly define an invention under this statute, in this case the functional 
limitations themselves are indefinite. The problem here is not that the limitations are 
functional, but that there is no way to determine what the functional limitations read on. 

Applicants' also argue that methods of determining Tg are well known. 
Applicants' are correct that the artisan can determine a Tg. However, the problem in 
this case is that the claims do not tell the artisan what the material is for which Tg must 
be determined in order to define Mk and Mj. The Tg of a homopolymer will be different 
depending on both the nature of the monomer and the molecular weight. Without 
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knowing the molecular weight at which Tg is to be determined, it is impossible to know 
which monomers will have any given Tg or range or Tg's. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eric E. Silverman, PhD whose telephone number is 
(571 )272-5549. The examiner can normally be reached on Monday to Thursday 7:00 
am to 5:00 pm and Friday 7:00 am to noon. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Hartley can be reached on 571 272 0616. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Michael G. Hartley/ 

Supervisory Patent Examiner, Art Unit 1618 



Eric E. Silverman, PhD 
Art Unit 1618 



